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In the United States Patent and Trademark Office 



rurruL^ruM i {p) rniTiK JS.. *>aK.er, Jr. eiau uixAJur ujnii: 

APPLN.NO.: 09/772,830 EXAMINER: Mchdi Namazi 

FILED: January 30, 2001 

TITLE: A MEMORY SYSTEM AND METHOD OF ACCESSING THEREOF 
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Stacie Herrera 

Prinrcd Name of Person Signing Certificate 

STATEMENT OF REASONS FOR PRE-APPEAL BRIEF REVIEW 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir, 

Responsive to the Advisory Action dated October 20, 2005 (Second Advisory Action) 
and Examiner's comments with regand thereto, please enter the following remarks in the above- 
entitled application, without prejudice or disclaimer. 

REMARKS 

Claims 1-4, 6-10, and 12-26 are pending. Claim 15 has been allowed. 

This case was on appeal The Final Office Action of July 28, 2005 (Second Final Office 
Action) has reopened prosecution and a new grounds of rejection. Prior to the appeal, there was a 
First Non Final Office Action dated November 18, 2002, a Second Non Final Office Action 
dated April 8, 2003, a Third Non Final Office Action dated January 29, 2004, a First Final Office 
Action dated July 16, 2004 7 and an Advisory Action dated November 12, 2004. 

Claims 1-4, 6-10, 12-14, and 16-26 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okuno, U,S> Patent No. 6,105,114 (Okuno) in view of Morgan, U.S. Patent 
No. 6,083,271 (Morgan). 
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For this Statement, Applicants wiJI be focusing on three specific points: 

1) that the rejection of dependent claim 12 was improper in that the Second Final Office 
Action and the Second Advisory Action do not establish that a floating gate -type memory cell is 
inherent in Okuno; 

2) that the Second Final Office Action and the Second Advisory Action do not establish a 
proper motivation under U.S.C, 103(a) to combine Okuno with Morgan; 

3) that a battery backed RAM does not include non volatile memory cells. 
1) Rejection of Dependent Claim 12 is Improper 

The rejection of dependent claim 12 is improper in that neither Okuno nor Morgan 
disclose a floating gate- type memory cell, as recited by dependent claim 12. Accordingly, the 
Second Final Office Action and the Second Advisory Action do not set forth all essential 
elements needed for a prima facie rejection of this claim. 

Applicants position is set forth on page 7 of the Response to Section Final Office Action 
dated September 28, 2005. Applicants respectfully request that the participants in this pre-appeal 
brief conference read that section. 

In the Response to the Second Final Office Action, Applicants respectfully pointed out 
that a floating gate type cell is not explicitly taught by Okuno, nor is it inherent in the teachings 
of Okuno (as implied in the Second Final Office Action), 

Also, in the Response to the Second Final Office Action, Applicants respectfully 
requested that the Examiner provide a basis in fact and/or technical reasoning to reasonably 
support the determination that a floating gate-type cell is necessarily present in the memory array 
of Okuno. However, the Second Advisory Action did not present such a basis. Accordingly, 
dependent claim 12 is allowable over Okuno and Morgan. 

2) No proper motivation to combine Okuno and Morgan. 

The rejection of the claims under 35 U.S.C. 103(a) over Okuno and Morgan is improper 
in that the Second Final Office Action did not present a proper motivation to one of skill in the 
art to combine Okuno and Morgan. Applicants' position on this issue is set forth on page 3 (first 
full paragraph) to the middle of page 6 of the Response to the Second Final Office Action. 
Applicants respectfully request that the participants in this pre-appeal brief conference read that 
section. The Second Advisory Action was silent as to this issue. 
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In regards to the motivation to combine Okuno with Morgan, the Second Final Office 
Action states "it would have been obvious to one having ordinary skill ... to incorporate the 
method of connecting a battery to a RAM device to make a non- volatile memory as taught by 
Moi^an in corresponding to the storage device of Okuno „. in order to make the information 
stored in the battery-backed RAM device non- volatile (col. 6, lines 5-7)/' 

In the Response to the Second Final Office Action, Applicants stated that nowhere in 
Okuno does it require nor that it even suggest that its desirable to save the data in memory anray 
2 of Okuno when the power is removed. 

Also, in the Response to the Second Final Office Action, Applicants stated that Okuno 
teaches away from adding the additional circuitry of a battery backed system as taught by 
Morgan. Okuno teaches (at many locations in its specification) that it is highly desirable to 
reduce circuit size and reduce power consumption. 

Morgan on the other hand teaches that adding a battery back up for a RAM would require 
additional circuitry. In addition to the extra circuitry required for a battery back up system, the 
battery itself will take up additional space and require charging, monitoring, voltage regulation, 
and power management circuitry and software. Furthermore, when DC power is removed, 
Morgan teaches the cache 5 will be consuming battery power when the circuit is not in operation. 

Thus, one of ordinary skill in the art would not be motivated to modify the memory array 
2 of Okuno to provide a battery back up as taught by Morgan in that such a modification of 
would defeat the stated objectives of Okuno of reduced circuit size and reduced power 
consumption. Since nowhere in Okuno does it teach or even suggest the desirability of having a 
non volatile memory, one of skill in the art would not be motivated to add the extra circuitry and 
increased power consumption of a battery backed system to Okuno, especially since Okuno 
teaches the desirability of less circuitry, less space, and reduced power consumption. 
Accordingly, the claims 1-4, 6-10, 12-14, and 16-26 are allowable over Okuno and Morgan. 

3. A battery backed RAM does not include, non volatile memory cells 

Claims 1-4, 6-10, 12-14, and 16-26 are allowable in that Okuno and Morgan do not 
disclose nonvolatile memory cells. See the middle of page 2 to the top of page 3 of the Response 
to the Second Final Office Action under subsection a) entitled "The prior art does not teach non 
volatile memory cells" 
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Section 2 of the Second Final Office Action states that Morgan discloses a RAM which 
does not permanently store information- However, the Second Final Office Action states that 
"to make a RAM memory non-volatiie, it is known to connect a battery to RAM device (coi. 6 t 
lines 4-6)/' 

Applicants respectfully submit that Morgan does not teach non volatile memory cells. 
Even if Morgan suggests that connecting a battery to the RAM provides a memory that is non- 
volatile, it does not change the volatile characteristics of the memory cells of the memory array. 

The Second Advisory Action states that "a non-volatile memory by definition has non- 
volatile memory cells/' Applicants respectfully disagree with is assertion in that the cells of a 
battery backed RAM are volatile memory cells that lose stored information once power is 
removed- 

The Second Advisory Action also states that the specification of the present application 
states (at page 3, lines 17-19) that a "RAM" may be a suitable memory, However Applicants 
respectfully submit that the specification of the present application does not state or imply that a 
RAM is a non volatile memory, Accordingly, the Second Advisory Action is incorrect when it 
implies that the specification of the present Application supports its position. 

Respectfully submitted, 



SEND CORRESPONDENCE TO: 

Freescale Semiconductor, Inc. 
Law Department 

Customer Number: 23125 




)avid G. Dolezal 
Attorney of Record 
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